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DETAILED ACTION 



Election/Restrictions 
Claims 1-45 are under consideration. 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCX Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 

single invention to which the claims must be restricted. 

Group 1, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or a2 
and include a three membered ring with nitrogen as in Al . 

Group 2, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or a2 
and include a four membered ring with nitrogen as in A2-A4,A76. 

Group 3, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or a2 

and include a five membered ring with nitrogen as in A5-A1 1,A79,A82-A83. 

Group 4, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or a2 

and include a five membered ring with nitrogen attached to a six membered ring as in A12- 

A14,A89,A92,A97. 

Group 5, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or a2 

and include a six membered ring with nitrogen as in A15-A18,A20-A28,A89. 

Group 6, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or a2 

and include two or more six membered rings as in A19,A29-A37,A100-101,104. 

Group 7, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or a2 

and include a seven membered ring with nitrogen as in A38-A57. 

Group 8, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or a2 
and include a seven membered ring with nitrogen attached to at least one six membered ring as 
inA58-A69. 

Group 9, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or a2 
and include a linear residues as in A70-A72. 

Group 10, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or 

a2 and include a three membered ring with no nitrogen in the ring as in A73. 

Group 11, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or 

a2 and include a four membered ring with no nitrogen in the ring as in A74-A75. 

Group 12, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or 

a2 and include a five membered ring with no nitrogen in the ring as in A77-A78,A80-A81. 
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Group 13, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or 
a2 and include a five membered ring with no nitrogen in the ring and another six membered 
ringas in AA84-A86. 

Group 14, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or 
a2 and include a six membered ring with no nitrogen in the ring as in A87-A88,A90-91,A93-96. 
Group 15, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae al or 
a2 and include a six membered ring with no nitrogen in the ring and another six membered ring 
asinA98-A99,A102-103. 

Group 16, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae 
bl,b2,el,e2,e3,e4,g,m, or p. 

Group 17, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae cl,c2, 
or c3. 

Group 18, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae d. 
Group 19, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae f 
Group 20, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae h. 
Group 21, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae il,i2,i3 
or 14. 

Group 22, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae j. 
Group 23, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae k. 
Group 24, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae 1. 
Group 25, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae n. 
Group 26, claim(s) 1-35 in part, drawn to compounds/compositions that include formulae o. 

Group 27, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae al or a2 and include a three membered ring with 
nitrogen asin Al. 

Group 28, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae al or a2 and include a four membered ring with 
nitrogen as in A2-A4,A76. 

Group 29, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae al or a2 and include a five membered ring with 

nitrogen as in A5-A1 1,A79,A82-A83. 

Group 30, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae al or a2 and include a five membered ring with 
nitrogen attached to a six membered ring as in A12-A14,A89,A92,A97. 
Group 31, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae al or a2 and include a six membered ring with 
nitrogen as in A15-A18,A20-A28,A89. 

Group 32, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae al or a2 and include two or more six membered 
rings as in A19,A29-A37,A100-101,104. 

Group 33, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae al or a2 and include a seven membered ring with 
nitrogen as in A38-A57. 
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Group 34, claim(s) 36-37 in part, drawn to method of using as part of an administration 

compounds/compositions that include formulae al or a2 and include a seven membered ring with 

nitrogen attached to at least one six membered ring as in A58-A69. 

Group 35, claim(s) 36-37 in part, drawn to method of using as part of an administration 

compounds/compositions that include formulae al or a2 and include a linear residues as in A70- 

A72. 

Group 36, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae al or a2 and include a three membered ring with 
no nitrogen in the ring as in A73. 

Group 37, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae al or a2 and include a four membered ring with 
no nitrogen in the ring as in A74-A75. 

Group 38, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae al or a2 and include a five membered ring with 
no nitrogen in the ring as in A77-A78,A80-A81. 

Group 39, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae al or a2 and include a five membered ring with 
no nitrogen in the ring and another six membered ring as in AA84-A86. 
Group 40, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae al or a2 and include a six membered ring with 
no nitrogen in the ring as in A87-A88,A90-91,A93-96. 

Group 41, claim(s) 36-37 in part, drawn to method of using as part of an administration 

compounds/compositions that include formulae al or a2 and include a six membered ring with 

no nitrogen in the ring and another six membered ring as in A98-A99,A102-103. 

Group 42, claim(s) 36-37 in part, drawn to method of using as part of an administration 

compounds/compositions that include formulae bl,b2,el,e2,e3,e4,g,m, or p. 

Group 43, claim(s) 36-37 in part, drawn to method of using as part of an administration 

compounds/compositions that include formulae cl,c2, or c3. 

Group 44, claim(s) 36-37 in part, drawn to method of using as part of an administration 

compounds/compositions that include formulae d. 

Group 45, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae f. 

Group 46, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae h. 

Group 47, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae il,i2,i3 or 14. 

Group 48, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae j. 

Group 49, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae k. 

Group 50, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae 1. 

Group 51, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae n. 
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Group 52, claim(s) 36-37 in part, drawn to method of using as part of an administration 
compounds/compositions that include formulae o. 

Group 53, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae al or a2 and include a three membered ring with nitrogen as in Al. 
Group 54, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae al or a2 and include a four membered ring with nitrogen as in A2-A4,A76. 
Group 55, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae al or a2 and include a five membered ring with nitrogen as in A5- 
A11,A79,A82-A83. 

Group 56, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae al or a2 and include a five membered ring with nitrogen attached to a six 
membered ring as in A12-A14,A89,A92,A97. 

Group 57, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae al or a2 and include a six membered ring with nitrogen as in A15-A18,A20- 
A28,A89. 

Group 58, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae al or a2 and include two or more six membered rings as in A19,A29- 
A37,A100-101,104. 

Group 59, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae al or a2 and include a seven membered ring with nitrogen as in A38-A57. 
Group 60, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae al or a2 and include a seven membered ring with nitrogen attached to at least 
one six membered ring as in A58-A69. 

Group 61, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 

include formulae al or a2 and include a linear residues as in A70-A72. 

Group 62, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 

include formulae al or a2 and include a three membered ring with no nitrogen in the ring as in 

A73. 

Group 63, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae al or a2 and include a four membered ring with no nitrogen in the ring as in 
A74-A75. 

Group 64, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae al or a2 and include a five membered ring with no nitrogen in the ring as in 
A77-A78,A80-A81. 

Group 65, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae al or a2 and include a five membered ring with no nitrogen in the ring and 
another six membered ring as in AA84-A86. 

Group 66, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae al or a2 and include a six membered ring with no nitrogen in the ring as in 
A87-A88,A90-91,A93-96. 

Group 67, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae al or a2 and include a six membered ring with no nitrogen in the ring and 
another six membered ring as in A98-A99,A102-103. 
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Group 68, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae bl,b2,el,e2,e3,e4,g,m, or p. 

Group 69, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae cl,c2, or c3. 

Group 70, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae d. 

Group 71, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae f 

Group 72, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae h. 

Group 73, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae il,i2,i3 or i4. 

Group 74, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae j. 

Group 75, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae k. 

Group 76, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae I. 

Group 77, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae n. 

Group 78, claim(s) 38-45 in part, drawn to method of making compounds/compositions that 
include formulae o. 



It is noted that claims 36-37 are drawn to a use claim (see MPEP 2173.05(q)). The claim 
is interpreted as being drawn to a method of using as part of an administration although applicant 
is invited to clarify the meaning of the claim. 

The inventions listed as Groups 1-78 do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: PCT Rule 13.2 defines "special technical features" 
as "those technical features that define a contribution which each of the claimed inventions, 
considered as a whole, makes over the prior art." Section 1850 of the MPEP states that the 
contribution over the prior art should be considered with respect to novelty and inventive step. 
Claim 1 is drawn to compounds of a general formula. Obrecht et al (WO 02/070547 as cited in 
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IDS dated 7/5/05) teach peptidomimetics of formula la (abstract, claims 1-45). It is noted that 
al,a2,bl,etc. and Al,A2,etc. of the claims of Obrecht are the same as the variables in the instant 
invention. Obrecht teach specific amino acids for positions P1-P12 (page 29,159,161,171,174). 
Obrecht teach the used of the compounds to inhibit the growth of microorganisms as 
antibacterials (abstract, page 1). The instant claims state a proviso that there be at least one 
residue of type 1 or of type K. Zuckermann et al (Polymer Preprints 35(2) 1994 pages 975-976) 
teach that the use of N-substituted glycine residues is known in the art (page 975). Zuckermann 
specifically teach that the N-substitution leads to protease stability and no chirality (Figure on 
page 975). Miller et al (Bioorganic and Medicinal Chemistry Letters v4 1994 pages 2657-2662) 
teach that N-substituted glycine peptides were essentially untouched by proteases while the L- 
amino acid peptides were readily cleaved (abstract). Miller teach that a variety of compounds 
could be substituted at the N position (see Figure 1). Goodson et al (Antimicrobial agents and 
chemotherapy v43 1999, pages 1429-1434) teach that N-substituted glycine peptides were found 
to have antibacterial properties (abstract page 1429). Taken together the prior art recognize the 
use of N-substituted glycine residues for improved stability and uses with antibacterial peptides. 
Since Obrecht teach specific peptides with Glycine residues (see page 61 SEQ ID NO: 96-1 01 for 
example) one would be motivated to make an N-substitution at the glycine residue as in the type 
1 or type K residues of the instant invention. Thus the technical features are not a contribution 
over the prior art and the claims lack unity. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 
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Election of Species 

This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so linked as 
to form a single general inventive concept under PCT Rule 13.1. 

The species are as follows: 
For whichever group is elected, species election is necessary for: 

Compound: a specific compound should be identified such that all variable groups are uniquely 
defined. For example, apphcant could identify a specific sequence as set forth in one of the 
tables. 

Further, if applicant elects any of Groups 27-52 a species election is necessarv for: 
Patient population: a specific patient population should be identified from those recited in claim 
36-3. 7Applicant should identify a specific infection or disease (for example, a bacterial infection 
or cystic fibrosis). 

Applicant is required, in reply to this action, to elect a single species to which the claims 
shall be restricted if no generic claim is finally held to be allowable. The reply must also identify 
the claims readable on the elected species, including any claims subsequently added. An 
argument that a claim is allowable or that all claims are generic is considered non-responsive 
unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP 
§ 809.02(a). 

The claims are deemed to correspond to the species listed above in the following manner: 
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All claims are generic to at least one of the species. 

There is an examination and search burden for the species due to their mutually exclusive 
characteristics. Each of the species are structurally distinct and one of skill in the art would not 
recognize that every alternative would behave in the same way. The species require a different 
field of search (e.g., searching different classes/subclasses or electronic resources, or employing 
different search queries); and/or the prior art applicable to one species would not likely be 
applicable to another species. 

The election of the species may be made with or without traverse. To preserve a right to 
petition, the election must be made with traverse. If the reply does not distinctly and specifically 
point out supposed errors in the election of species requirement, the election shall be treated as 
an election without traverse. Traversal must be presented at the time of election in order to be 
considered timely. Failure to timely traverse the requirement will result in the loss of right to 
petition under 37 CFR 1.144. If claims are added after the election, applicant must indicate 
which of these claims are readable on the elected species. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the species unpatentable over the prior art, the evidence or admission may 
be used in a rejection under 35 U.S.C. 103(a) of the other species. 

Should applicant traverse on the ground that the inventions or species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record showing the 
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inventions or species to be obvious variants or clearly admit on the record that this is the case. In 
either instance, if the examiner finds one of the inventions unpatentable over the prior art, the 
evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

The examiner has required restriction between product and process claims. Where 
applicant elects claims directed to the product, and the product claims are subsequently found 
allowable, withdrawn process claims that depend from or otherwise require all the limitations of 
the allowable product claim will be considered for rejoinder. All claims directed to a nonelected 
process invention must require all the limitations of an allowable product claim for that process 
invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product claims and 
the rejoined process claims will be withdrawn, and the rejoined process claims will be fully 
examined for patentability in accordance with 37 CFR 1 .104. Thus, to be allowable, the rejoined 
claims must meet all criteria for patentability including the requirements of 35 U.S.C. 101, 102, 
103 and 112. Until all claims to the elected product are found allowable, an otherwise proper 
restriction requirement between product claims and process claims may be maintained. 
Withdrawn process claims that are not commensurate in scope with an allowable product claim 
will not be rejoined. See MPEP § 821 .04(b). Additionally, in order to retain the right to rejoinder 
in accordance with the above policy, applicant is advised that the process claims should be 
amended during prosecution to require the limitations of the product claims. Failure to do so 
may result in a loss of the right to rejoinder. Further, note that the prohibition against double 
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patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement is 
withdrawn by the examiner before the patent issues. See MPEP § 804.01. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 

currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RONALD T. NIEBAUER whose telephone number is (571)270- 
3059. The examiner can normally be reached on Monday-Thursday, 7:30am-5 :00pm, alt. 
Friday, EST. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Cecilia Tsang can be reached on 571-272-0562. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Anish Gupta/ 

Primary Examiner, Art Unit 1654 

/Ronald T Niebauer/ 
Examiner, Art Unit 1654 



